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Reasons for requesting ore-aDpellate review; 



The Reiectiop under 35 U>S.C, 103 based on Baldwin in view of Banks is Erroneous 

Claim 22 stands rejected under 35 U.S.C. 103(a) as allegedly unpatentable over . 
Ben G. Baldwin, "The New Life Insurance Investment Advisor" pp. 45-47 (McGrav^-Hill 
1994) (hereinafter "Baldwin") in view of U.S. Patent No. 5,913,198 to Banks (hereinafter 
**Banks"), This rejection is erroneous. 

As set forth in amended claim 22, a computer-implemented method for managing 
terms and conditions of a contract for an investment style life insurance policy including 
at least a term insurance component and an investment component for an insured over a 
computer network is disclosed and claimed. The computer-implemented method includes 
(I) receiving by an issuer of the investment style life insurance policy a designation from . 
the insured of a replacement for the term insurance component or the investment 
component; (11) revising the investment style life insurance policy with a replacement 
component responsively to the designation from the insured; and then (III) issuing xmder 
the terms and conditions of the contract, the revised investment style life insurance policy 
having the replacement component. 

Among other requirements, to establish a prima facie case of obviousness, the 
prior art reference (or references) must teach or suggest all the claim limitations. See, 
e.g., MPEP 706.02(j) and the cases cited therein. Baldwin and Banks fail to meet this 
threshold. 

First, Applicant notes that Baldwin discloses a '*1035 Tax-Free Exchange**. In 
this system, an insured makes an absolute assignment of a current insurance contract to 
the same or another company, and the insxired further trades the policy in on a new 
contract without incurring current tax liability. Once the absolute assigiunent is 
complete, the new insurance company directs the old insurance company to drop the old 
policy and send a check for the proceeds directly to the new insurance company. In other 



PAGE 5/12 ' RCVD AT 2126/2008 3:37:53 PM [Eastern Standard Time] ' SVR:USPTO-EFXRF-6/22 ' DNIS:2736776 ' CSID:908 518 7795 ' DURATION {inm-$s):04-00 



MAYER 8. UILLIflMS PC Fax:908-518-7795 Feb 26 2008 15:52 P. 06 

Serial No. 09/849,297 ^ ^ 
Page 2 of 4 

words, accumulated funds in one life insurance policy can be transferred to anothei* 
without a taxable event occurring. 

The Examiner argues that Baldwin discloses the entirety of the preamble of claim 
22> and portions of the step limitations therein. In particular, with regard to step I, the 
Examiner alleges that Baldwin discloses receiving by an issuer of the investment style 
life insiirance policy designation of the term insurance component or the investment 
component by the insured, but not (A) where the receiving (or issuing) is performed via a 
computer network, nor (B) where the designation is of a replacement for the term 
insurance component or the investment component. With regard to step the Examiner 
alleges that Baldv^n discloses issuing by the issuer the investment style life insurance 
policy^ but not (C) revising by the issuer the investment style life insurance policy, nor 
(D) revising by replacing a component responsively to the designation. With regard to 
step III, the Examiner alleges that Baldwin discloses issuing under the terms and 
conditions of the contract and by the issuer the investment style life insurance policy to 
the insured, but does not disclose (E) that the revised insurance policy contains a 
replacement component, nor (F) that such a replacement was made responsively to the 
designation. 

Applicant submits that Baldwin also lacks claim limitations beyond those already 
noted by the Examiner. First, (G) Baldwin lacks disclosure that the investment style life 
insurance policy includes at least a term insurance component; rather, the policies that 
Baldwin discusses are uniformly whole life policies, which in many ways are the 
opposites of tenn life policies. Second, (H) Baldwin foils to disclose issuing the new 
policy by the same issuer (Baldwin deals with exchanges of policies, although in some 
instances a policy may be exchanged for another within the same issuer). 

The Examiner then alleges that all the limitations that were not found are old and 
well-known in the art, as evidenced by Banks, in particular in the Abstract, in Fig. 1, and 
in column 5, lines 57-60. Applicant disagrees. 

Banks purports to disclose a computer-implemented system and method for 
designing and administering self-funded survivor benefit plans. An insurance component ' 
is provided, admittedly, but this component is solely for the purpose of providing * 



PAGE 6112* RCVD AT 2/26/2008 3:37:53 PM [Eastern Standard T^^ 



MAYER & UILLIflMS PC Fax:908-518-7795 Feb 26 2008 15:52 P. 07 

Serial No. 09/849,297 ^ ^ 
Page 3 of 4 

insurance for individuals who have been identified by the system as being "high risk", 
and other individuals, in order to limit the liability and tax exposure of the benefit plan. 

Accordingly* Applicant admits that Banks provides a level of disclosure that is 
missing from Baldwin, to wit, that a computer-implemented system and method can be 
employed to determine whether to purchase insurance contracts. Applicant further 
admits that the reference discloses both universal life and term life insurance policies, as 
weU as a combination of the same, although it seems clear that the "combination'* 
disclosed is with respect to issuing policies of different kinds, rather than a combination 
policy to a single policyholder However, the reference is silent on missing elements (B) 
— (H) above, as is explained in more detail below. 

In particular. Banks lacks disclosure of (B) receiving a designation pertaining to a 
replacement for a term insurance component or an investment component. Banks merely 
discusses the purchase of life insurance for high risk and other individuals, so Banks' 
silence is understandable. The reference never contemplates such a system or step of 
replacing a portion of an insurance policy. As a consequence. Banks fails to describe 
missing elements (C) - (F), which concern revising the policy by replacing the designated 
component, either term or investment. Similarly, Banks fails to discloses element (H), 
which concerns from where the new policy is issued, i.e., the same issuer as the prior 
policy. The reason for the lack of disclosure is as above: Banks never contemplates 
replacing the policy or a portion thereof. 

Banks also fails to expUcitly disclose element (G), in which the life insurance may 
be composed of a combination of a term insurance component or an investment 
component* Banks discloses different types of insurance, and states that a combination of 
such types may be issued on an individual or group basis^ but it seems clear that even the. 
individual basis mentioned is intended to reference providing a single type of insurance 
to a single individual in addition to providing insurance to a group. The reference 
nowhere states what types of combination policies are available on an individual basis, 
and indeed it can be concluded that the same is never contemplated, nor disclosed or 
suggested. 
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Even assuming, arguendo, that Banks disclosed what was missing from Baldwin, 
the references are not properly combinable. In particular. Applicant notes that a prior art 
reference must be considered in its entirety, i.e., as a whole, including portions that woiild 
lead away from the claimed inventions. JV.L Gore & Associates, Inc. v. Gcrrlock, Inc., 
721 F.2d 1540, 220 USPQ 303 (Fed. Cir, 1983), cerL denied, 469 U.S. 851 (1984). In 
this case. Banks clearly teaches away from the claimed invention, and is furthermore not 
properly combinable with Baldwin so as to result in a prima facie case of obviousness. 

Regarding teaching away. Banks discloses purchasing of insurance contracts, but 
only so as to result in a system that is not based on insurance. In particular, the system is 
disclosed to be "self-funded", and is thus said to be preferable to "prior art insurance- 
based plans" (column 3, lines 50-59). This aspect is specifically stated as the jfirst-listed 
advantage over the prior art, and this aspect is oft-repeated, e.g., at colimin 7 lines 45-47 
and at colimm 9 lines 43-47. Thus, Banks itself teaches away from the use of computer- 
implemented systems and methods for managing insurance contracts. Regarding 
combinability. Banks' teaching away clearly would result in one of ordinary skiU in the 
art not combining the same with Baldwin, which entirely concerns purchase and 
exchange of whole life policies. 

In summary, the combination of Baldwin and Banks fails to disclose all the 
limitations of the claims, the two are not properly combinable, and at least one reference 
teaches away from the claimed invention. For at least the above reasons, it is respectfully 
submitted that the cited references do not support a prima facie case of obviousness 
against claim 22. 
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